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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1 .1 14 was filed in this 
application after appeal to the Board of Patent Appeals and Interferences, but prior to a 
decision on the appeal. Since this application is eligible for continued examination 
under 37 CFR 1.114 and the fee set forth in 37 CFR 1.17(e) has been timely paid, the 
appeal has been withdrawn pursuant to 37 CFR 1 .1 14 and prosecution in this 
application has been reopened pursuant to 37 CFR 1.114. Applicant's submission filed 
on 1/26/2009 has been entered. 

2. Claims 16-23 and 27-29 are pending. Claim 29 is new. Claims 16-23,27 and 28 
are amended. 

3. The rejections of Claims 1 6-23 under 35 USC 1 02(e) as anticipated by or, in the 
alternative, under 35 USC 103(a) as being obvious over Bastiaens et al. (US Patent 
7022776) are withdrawn in view of Applicant's amendments. 

4. The rejections of Claims 1 6-23 under 35 USC 1 02(b) as being anticipated by, or 
in the alternative, under 35 USC 103(a) as obvious over Hagimori et al. (EP 0535955) 
are withdrawn in view of Applicant's amendments. 

5. The rejections of Claims 1 5-23,27 and 28 under 35 USC 1 02(e) as being 
anticipated by, or in the alternative, under 35 USC 103(a) as obvious over Miyoshi et al. 
(US Patent App. Pub. No. 2003/0134963) are withdrawn in view of Applicant's 
amendments. 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 16-22 and 29 are rejected under 35 USC 102(e) as anticipated by or, in 
the alternative, under 35 USC 103(a) as being obvious over Bastiaens et al. (US Patent 
7022776). 
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The teachings of Bastiaens et al. are summarized and relied upon as disclosed in 
the Office Action dated 2/21/2008. 

9. Claims 16-22 and 29 are rejected under 35 USC 102(b) as being anticipated by, 
or in the alternative, under 35 USC 103(a) as obvious over Hagimori et al. (EP 
0535955). 

The teachings of Hagimori et al. are summarized and relied upon as disclosed in 
the Office Action dated 2/21/2008. 

1 0. Claims 1 6-23 and 27-29 are rejected under 35 USC 1 02(e) as being anticipated 
by, or in the alternative, under 35 USC 103(a) as obvious over Miyoshi et al. (US Patent 
App. Pub. No. 2003/0134963). 

The teachings of Miyoshi et al. are summarized and relied upon as disclosed in 
the Office Action dated 10/3/2008. 

11. Claims 16-23 and 27-29 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Lundgard et al. (US 
Patent 5844037). 

Lundgard et al. teaches a thermoplastic composition which is comprised of two 
phases wherein the minor phase is comprised of at least 60 percent of conductive 
carbon and the minor phase is comprised of low crystallinity polymer (Col. 3, lines 17- 
22). Examples of the polymers that can be used in the major and minor phases include 
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polyamide (nylon) and elastomers (Col. 3, line 57 and Col. 4, lines 17-26 respectively). 
Examples of the conductive carbon include carbon black, graphite and carbon fiber 
(Col. 12, lines 45-47). The minor phase is present from 15 to 49 percent by weight of 
the total composition and the major phase is present from 50.9 to 84.4 percent by 
weight of the total composition. The conductive fillers can be present from 0.1 to 12 
percent by weight and the total amount of conductive carbon is present in up to 95% of 
the minor phase (Col. 18, Claims 1 and 3). The conductive carbon is pre-mixed with the 
polymer that it will be dispersed in prior to incorporation with the major phase (Col. 13, 
lines 46-54). Example 5 shows a pre-blend (i.e. masterbatch) of carbon black being 
made with an elastomer (Col. 16, lines 33-38). 

Response to Arguments 

12. Applicant's arguments filed 1/26/2009 have been fully considered but they are 
not persuasive. 

With respect to the rejections over Bastiaens et al, Applicants contend that the 
reference teaches the incorporation of a conductive filler into the blend of polyamide 
and polyphenylene ether and the reference does not suggest composite wherein the 
conductive filler and impact modifier are present in the composite as a separate 
"dispersed phase". Applicants contend that a composite wherein the conductive filler in 
dispersed phase would contravene the teachings of Bastiaens and that one of ordinary 
skill in the art would not arrive at the claimed composition using Bastiaens since the one 
ordinary skill in the art would think that a composite wherein the conductive filler is not 
intimately mixed would yield a material with undesirable properties. 
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The Examiner respectfully disagrees. The Examiner notes that Applicants 
construe the phrase "dispersed phase" as requiring a localized distribution of impact 
modifier and conductive filler within a matrix of thermoplastic polyamide. The Examiner 
disagrees with this interpretation and construes the phrase to its broadest reasonable 
interpretation. The Examiner has considered the Specification and has not found a 
specific definition for the concept of "dispersed phase" and thus interprets the term as 
encompassing embodiments wherein the filler, impact modifier and polyphenylene ether 
are merely blended into a larger weight section of polyamide. Inasmuch as Bastiaens 
contemplates embodiments of the invention which having a larger amount of polyamide 
(Bastiaens states as much as 65 % of the composition can be polyamide (Col. 2, line 
26)) and smaller amounts of polyphenylene ether (as little as 20 weight percent (Col. 2, 
line 21)), conductive filler (as little as 0.025 weight percent, Col. 2, line 26)) and impact 
modifier (as little as 1 percent (Col. 10, line 32)) then these three components can 
constitute a "dispersed phase" within the broad meaning of the term. The Examiner 
notes that Claim 29 does not exclude the presence of polyphenylene ether within the 
"dispersed phase" of the composition claim. 

With respect to the Hagimori rejection, the Applicants contend that the Hagimori 
reference teaches the use of polyphenylene ether in addition to the polyamide and that 
the presence of the filler in mixture with the PPE and polyimide which allegedly does not 
meet the limitations of Claim 29 requiring one phase only having polyimide and the 
dispersed phase having conductive fillers. 
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The Examiner respectfully disagrees with similar reasoning used with respect to 
Bastiaens above. The Examiner interprets the claim as discussed above, and notes 
that the embodiments of Hagimori clearly contemplate the PPE and conductive filler 
being present has minor components i.e. "a dispersed phase" as the Examiner 
described above. 

With respect to the rejections over Miyoshi, the Applicants contend that newly 
added Claim 29 excludes the presence of PPE from the matrix phase by the use of the 
phrase "consisting of. 

The Examiner respectfully disagrees and notes that claims do not exclude the 
possibility of PPE being present as a "dispersed phase." The Examiner also notes 
Example 7, wherein the filler, impact modifier and PPE are blended in lower weight 
sections relative to the polyamide and are blended as a separate masterbatch. The 
Examiner construes this embodiment as meeting the instantly claimed limitations. 

Conclusion 

1 3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaison P. Thomas whose telephone number is (571) 

272- 8917. The examiner can normally be reached on Mon-Fri 9:30 am to 6:00 pm. 

14. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy P. Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J. P. T.I /Mark Kopec/ 

Examiner, Art Unit 1796 Primary Examiner, Art Unit 1796 



